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MPTI:

As per your request the following is a discussion as to- 1. wether or not our client Steve
Harris, owns the copyright to Blinky, or whether Columbia Biotech Laboratories Inc.
owns it as a “work made for hire” or as a result of a transfer of ownership; or 2. oras a
result of a transfer of ownership? You also requested that if Mr. Harris owns the

In short, Steve Harris stands on firm ground.

The controlling statute is U.S.C. Tit. 17 concerning copyrights. Section 101 (1) identifies
“work made for hire” as “a work prepared by an employee within the scope of his or her
employment.” There is no evidence written or oral that even remotely suggests that Mr.
Harris was an employee of Columbia biotech laboratories. Moreover, Columbia makes

no such assertion.

WORK MADE FOR HIRE

Under section 101 (2) a work made for hire arises when “a work [is] specially ordered or
commissioned for use as a contribution to g collective work.” The court in Wilkes quotes

mstrument signed by them that the work shall be considered a work made for hire,” and
opines the writing must be executed before the copyrighted material is created but is not
dispositive where the writing does not confirm a prior agreement, explicit or implicit that
was “made before the creation of the work protected by copyright."’the writing
requirement may be met by 2 document signed by both of the parties and executed after
the work is traded only if the writing confirms a prior agreement, either explicit or
implicit, maybe for creation of the work protected by copyright. /d.

Here, the agreement is for the term beginning on November 15% 2005 and extends to
May 15™ 2006 a six-month contract. Mr. Harris submitted his work on the 18% of
November 2005 after three weeks of independent work at his own expense and direction.

Mr. Harris was initially contacted on the 21% of October 2005 by Mr. Cabot via e-mail.
Mr. Cabot merely invited Mr. Harris to submit a proposed cartoon character recognizable
as “Mr. Peanut” as part of a competition with five other graphic artists. Mr. Cabot stated
in that same e-mail that he “will most likely hire the winner.” This statement can hardly
qualify as an unequivocal or even implied offer of employment, thus no confirmation,
Additionally, the Wilkes court notes in a footnote that a copyright notice with submission
to his “evidence of his intent regarding ownership.” Mr. Harris made such a submission
and Columbia was on notice of his intent in that regard.

“Mr. Harris owns the copyright.




TRANSFER OF OWNERSHIP

Section 204 (a) of the Copyright Act clearly states that a transfer of copyright ownership
is not valid without an instrument of conveyance, or a note signed by the owner of the

right,

Because there is no evidence of a writing transferring ownership Mr. Harris ownsthe
copyright for Binkly. It is also worthy as a reminder that Columbia initially asked for a
character by the name of Mr. Peanut, not Blinky.

IMPLIED NON-EXCLUSIVE LICENSE

“A non-exclusive license permits a licensee to use the copyrighted material, but does not
transfer ownership” and arises where the licensee requests creation of a work, the creator
creates and delivers a particular work, and where the creator intends that a licensee copy
and distribute the work. Jd. The Court recognizes the following factors:

Request Creation of a Work

Columbia requested the creation of an animated cartoon character to express, for
advertising purposes the values of their new i-chip. Although Columbia requested that the
cartoon be recognized as Mr. P. Net they offered no real descriptions of the character of
the character. In fact, Columbia allowed Mr. Harris wide latitude in the creation of the
character requested and were quite pleased by their own admission with the character

Blinky.
Nonetheless, there seems little argument that a character was requested.
Delivery

Again, no dispute exists as to whether or not the cartoon character was delivered.
However, there may be an issue that Blinky was delivered not Mr. Peanut where the
language in Aikins states “the particular work.”

Intent That the Licensee Copy and Distribute e concerning the rights granted to the
licensee and looks to five further factors for the answer.

The Atkins court recognizes that thig 3™ factor is a question of SCOPE,

1.Cnsideration. Mr. Harris, according to the agreement is compensated any amount of
$42,000 for six months which includes the creation of the cartoon character. Since we



have determined that there is no ownership of Blinky, it is our jewel fold that Mr. Harris
has or will receive no compensation for his creation. Consequently, Mr. Harris receives
compensation only for the multimedia marketing campaign not any transfer. This factor
ways in Mr. Harrisfavor.

2 Expectations Expressed during Negotiations and Party Subsequent Conduct. Mr.
Harris was aware that Columbia intended to use Blinky and that he did sign the
agreement concerning such use. On the other hand, Mr. Harris, in oral conversations
with Columbia indicated that when he entered the competition he was hoping that he
would be selected to develop and lead from marketing campaigns accompanied with the
transfer of the rights to the character in return for royalty payments or a lump sum. None
of this was forthcoming,

3. Task Specific: was the agreement task specific is your Mr. Harris favor. Mr. Harris
was assured a for the by Columbia and and in the agreement that his services would
continue beyond the six months and Columbia represented that a whole lot of money
would be at stake, Mr. Harris will only receive a total of $42,000 for his entire
contribution. Again this weighs in Mr. Harris favor.

4.Advisement: Columbia only represented that they were happy to work with Mr. Harris
concerning the development of their multimedia program. Although there is inference of
an ongoing relationship such inferences came abruptly to a halt with the e-mail from
Columbia to Steve on February 16™ 2006 that they had established their own marketing
department. Columbia has repudiated the contract but does intend to pay the full value of
the contract. Columbia suggests that Mr. Hannah’s reputation will be enhanced by his
work and consequently an inference of financial gain exists.

5.custom and practice: as discussed above Mr. Harris suggests that graphic artists enter
these competitions in order that they gained secure and ongoing employment with the
individuals conducting the competitions. Such expectations were indicated in the
agreement and any e-mails between Columbia and Mr. Harris. Mr. Harris relied on such
inferences and in good faith went forward with his work on behalf of Columbia.
Columbia quite likely is unjustly enriched as a resuit of Mr. Harris’s efforts.
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1. HARRIS OWNS BUINKY COPYRIGHT

Harris created Bl:‘nky In response o an invitatic
10 submit a proposed antmated. cartoon charack
tomarket a computer chip (the I=Chip) that mimic
,man\/ Funcﬁons ofthe human eye. The invitation
did not specify Hnat if the character was acceptecl
ot 1+ would be a Wwork-for-hire. |n Wilkes
Y. Montersy Festval, Inc., an artist Created a_
Similar character for an auditien and at+ +he
time oF +he Invitation for +he audition , the.

- artist was informed Hot .‘i%e__W/hmhg_ Submissio n
Was Would be o' ®work for Rire® and tha+ the
artist would be paid $5000." The character wees
Qccepted and wirth Payment, the buyer reiterated
tHhat the design is a work for hire and is proper%y
Of the Festival. " The court ruled that +He

character was a Work-made- for-Rire hecause

when the artis+ responded 4o +he audition invitation
Which included fahguagﬁ that submissiéns were.
Mworks made for hire ™ and su bseq uently < igned
-GN agreement reiterati ng same , he fulfilled +he
Statu reguirements Mak:}nﬁ his choweacter oo
“work miade for hire.” Qur case can be O{tshijjvisfé
because +he invitations askfng for submission
Of the animaded cartoon character ol not specify
-Hhat the work would be de.s*/;g nated #5° as a_
Work made for hire ) and Harris manifested a

rlear inkend Haad Lo vl .1 14 . -




The Wilkes court acknowledged +hat 210i(z
of He Copyr‘igh‘i' Act states that "+he parhes [mos

eApressly agree in a writlen instrument 51'9 ned 55
therm thot +he work Shall be made g Wor Kk macdfe
.*POP" 1’13"‘6, "and t+hat 'H‘n} S ujf}ﬁhg mMus+ be execite
prior +o the ¢reation of the cop yrighted materia
The Court wenton +o Say. "A writen Lwor kmac
r-hire-agreemert, Signed. after Hhe creation
Of the moderial, ordinarily does not peet Hhe
§5+a+w‘vn/ maeadicla mandate. ' T1.0 writn

. . Unwriten n‘.’fa//-é
Pprotects against false claims of, f

Copyra‘eshT
agreements and OL“OUJH’\g after-creotion u.iri’f‘frg_s
Wwould foster confudion and und

cr-m:‘ne -qu_
aoals of Hhe Cc:/:ul r]jh‘\' At

In Harriss case,
Nesigned an aftercreation FFRTISEIN ‘boiler plate
| \/\/NH:\; cOmLa'mlhﬁ the Loork-made-for- ki, re
Clouse He did no+ agree to Hiis provision pefpre

+he (uork Luas Created, Addiﬁona(ly, Harris
manifested o clear Intent 4o retain Copx/mgm— on
Plinky. Harris’s Submission included 4 copyr{g}n‘
SYm ol (@Harr‘m) -)—-of; '

ut the Cornpam/ on Nohce
Hat he had a persona Copufrxghl- on +he toork
The Wilkes Court states Hhnt g ¢ )

1S evidence of [The artist's] infert regardin

. Y9
Ownership of +the wor k Lhep he entered He
Conlest. Add}ﬁona)lj) Harris's characler Bink
as not created during +he scope of employment.”

Hﬂrr.lb wWiae Nn Vndom meed . 1




‘_CBL Was under no oélf'jm‘fon 4o hire him or use.

“his work. _
In £ conclusion ) Harris ownsthe copqm.ﬁh-f-

o Blinky. He manifested clear intertt 45 CBL
tHhat he 1ndended +o keep the copy r}g ht on B/i;’)ky
uhl and unless CRPL made addFonal paymen
Hor +he transfer of +Hae co yright. The agreemert
Harris g'ggnco{_ Con—}uining +ﬁe "work-rmade -for- hire '
clause was sl 3nea( after B antf 5§ creation and
xjs Not validk . Harris never Acquiesed on +his
1ssue and he.emailed CRL about his lack o~
ereemenf angl pat_{fY\ﬁn‘f‘ for BRI ink)zis___.co,m(r{:g h+.

AAHRRRIS GRANTED CBL AN IMPLIED NONEXCLUSIVE
Licewse 70 Use puwvky
A nonexclusive. license permits alicensee to use
- the copyrighted maderial | butdoes not Hranster
ownership. A 1mp lied nonexclusive license wil
arise where 1) a person (licensee) requests the creation
o a work, 2) the creator (licensor) rmakes Fhe
Particular work and delers |+ 1o the //C€/2§f€ who
[t 6?&5&%’6/ i and 3) the licenssr-creator infend's
that e licensee— requestor copy ard dishibube
e work.” ptkins v.ng,@_/zera’/b/q d Born Brewsing Co
In our case, CBL requested +he work , Harris ~
Created the wiork ard aelivered it-7o CBL, ard Harris
Intended Har 3L oced Copy and Aistribute Hhe
work in it /’nar/def’ff?ﬁ Campargns. farris




understoed +at E/mféy was 4o be Ysed in e

USFr-tredia marketin 79 Cdm/aa) G5 CHBL
C/aqr/y exyressed IS jnterions 7o wse +he
Work 1y i1 mark 1119 c’am/m}jn; e t/se

¥y ﬁ/é . ‘ . ’l
,6// //égz_%f;é ;i:ﬁg?.b%é/'m MULTIMEDIA CAMPFPAISN gﬂ%gfz

A8 The Scope oF 1he Figh's granted CEB| Ve
15 detrmined by evaluating the £ lowing Fazior
/h 7L/»eir“ 7%7’&// 7@ ; /) aAmocrI?-of caﬂf/é??raﬁén
,@’C/w?n 95&/ anc//a/“ /Zf/’)farj_ Economic 1 ST TT
/N the product, 2) Expectations expressed chur
/’Jeﬁoﬁ aﬁon; and +He pdrﬁf; ’S aéseyczem‘ C’aﬂaéch
especially i+ The licersor Anewof apd acgurescen
1o USes that- are later claimed Fp be [t rging
3)whether e Qgreerrent was 7‘6?5/4*5/:?5/'74‘6 or it
ﬁffz(re involverient b4 the licersor olas dffd/’ﬂfc{/'
4) any adviservents indicatr 2 Fhar the licessor
Ihtended o retan cortrol o e wiork ar
5)eviderice of custom or /’/’dc/fce thart iy 4~
Serve 7o c/ar/@ Fhe termi's of Fhe 1mplrecd /i cerrse
Atkins . In Harriss case, he sras P “
V4 43,000 ) CBLs ﬂ?arkeﬁxy Dyrecto r _S;oecf Fed ‘7%4‘1‘-
_B/M/ry would be wsed 17 pyflsrrecia riarte iy
Cdmpﬂfjfu’/ 7he agrecrrer - éﬁ’//ES.S‘é’a/ 2 e, /‘Zj,
or 6/\;0?&4'62 F7or at the //Zf’/?.S‘a/" ol éc’ //:)f/c%/e.{
11 Fei rdher wwork but-r# was 7ot Maranvleecé

Pl

the licensor presented e eork Lo/t bis fa/p/r?Af
and ﬂam‘ sted /s irtent directdy 1 an o)

_'l’l _é- ﬁﬂh’nnn!/ ﬁﬂmezn..Aj_‘. ’ AMI/ - /// /



15 a commen /0/’:257966 A bor /oa/d Loy e toans
Of He copyrighty COL 15 Using Elinky Ih +hesr
»/’h:zrke;;ﬂj Carryrighs Lhick #fcrr/kﬁ//y expeck

‘ —f?‘om e onsert.
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